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AIA Goals

• Congress wanted to:

–Promote global harmonization.

– Improve patent quality.

–Provide a more efficient system for 
challenging weak patents.

–Reduce unwarranted litigation costs.

–Reduce inconsistent damage awards 
from lawsuits.
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AIA Overview

• Moves toward global harmonization.

–Changes focus from when an inventor 
invented to when the patent application 
was filed -- like the rest of the world.

–Simplifies the definition of prior art by 
moving toward absolute novelty. 

– Protects prior users of technology. 

–Reduces subjective elements of the law. 
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Overview, ctd.

• Reduce litigation costs:
–Provide better USPTO challenges. 

–Remove expensive-to-prove elements 
from law.

–Reduce false marking law suits.

–Eliminate interference proceedings.

• Reduce inconsistent damage awards:
–Congress was satisfied with steps the 
Courts had taken on the damages issue. 
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Overview, ctd.
• Improving Patent Quality:

–Can send prior art in to USPTO with 
commentary instead of challenging 
directly. 

• More efficient challenges to patents:
–New USPTO procedure where patents 
can be challenged on any ground.

–Retains USPTO challenges based on 
patents and printed publications. 

– Losing challengers have downside risk.

–Settlement possible. 
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Impact on Business and 
Investors

• ABSOLUTE NOVELTY means 
innovators are in a race against the 
world if they want patents.

–Small companies may need funding 
earlier to apply for patents.

– Fast decision making and action needed. 

–No more all-encompassing grace period.

–Date of invention no longer a fallback 
date against prior art. 
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Business Impact, ctd.

• Provides more protection to 
companies that act swiftly on 
technology opportunities. 

–Public disclosure creates grace period.

–Using technology commercially affords 
prior user rights.

– Filing early and often provides the best 
patent protection.
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Business Impact, ctd.

• Improves certainty from investing in 
patentable technology:

–Reduces “secret” prior art from prior 
invention by another that is not 
abandoned, suppressed, or concealed.

–Reduces chance that a rival that files 
later will get the patent.

–Prior user rights might provide a chance 
to recover investment without a patent. 
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Business Impact, ctd.

• Patent decision-making is easier:

–The hard-to-determine date of invention 
is virtually irrelevant.

–Easier-to-determine date of public 
disclosure is relevant.  

– The effective filing date is critical -- and  
an objective fact.
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Business Impact, ctd.

• Removes some litigation scourges:

–Removes proving intent, especially long 
ago, which is expensive, uncertain. 

–Removes lots of false marking lawsuits by 
bounty hunters, not injured competitors.

–Prevents patent owners from lumping 
unrelated defendants together in lawsuits. 
(Changes “joinder” rules.)

– Inequitable conduct preemption –
“supplemental examination” lets a patent 
owner “clean up” the patent.
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Business Impact, ctd.

• Provides better counterstrike 
opportunities against patent owners 
seeking licenses, especially “trolls.”

–District court litigation costs millions of 
dollars and risks a finding of 
infringement.

–Challenges in USPTO should be a 
fraction of the cost and without risk of   
infringement liability.
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A Closer Look at Some 
Details
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Effective Dates

• September 16, 2011

–Virtual Marking

–False Marking

–Prioritized Examination

–Micro-entities (awaiting rulemaking)
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Effective Dates (cont.)
• September 16, 2012 (12 months)

–Prior user rights (important NOW)

– Inter Partes Review

–Post Grant Review (partial)

–Supplemental Examination

• March 16, 2013 (18 months)

–First-to-Invent (important on 3/16/2012)

–Post Grant Review (full)



1515

Prior User Rights

• A prior user may continue to use 
certain inventions even after a later  
inventor obtains patent protection for 
the same invention

• Expand protection currently in 
statutes for business methods. 
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Patent Marking/Mismarking

• Essentially ends false marking 
actions

• New cause of action for persons 
competitively injured by false 
marking.

• Designed to prevent bounty hunters  
from profiting
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Virtual Marking

• Exhaustive listing of patent numbers 
no longer required on the product

• Patent marking may now be done by 
putting on the product “Patent” or 
“Pat.” along with a web address that 
contains a listing of patents 
applicable to the product
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Prioritized Examination

• AIA provides for “prioritized examination”
to turn patent-pending into patented in 
record time:
– Calls for payment of $4,800 (half for small 
entities)

– Pre-examination search not required by the 
AIA.

– Targets patent issuance in 1 year. 

– Secrecy: could obtain a patent before the 
publication at 18 months.
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Micro Entities
• Lower filings/administrative fees

• Individual applicant must have been 
named on 4 or fewer patents

• Must also have an income of less than 
$150,000 USD per year

• Must not have assigned or licensed patent 
rights to a larger entity
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Old Administrative Proceedings

• Interference Proceeding

–Would determine which inventor was 
entitled to the patent when two 
applications (or an application and a 
patent) had the same invention. 

–This proceeding has been replaced by 
the Derivation Proceeding
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Old Administrative Proceedings 
(cont.)

• Reexamination

–Attempt to invalidate existing patents 
with prior art patents/publications not 
previously considered by an Examiner

–Ex Parte and Inter Partes (3-6 years, or 
more)

–Standard: Do the new references pose a 
“substantial new question of 
patentability”?
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Ex Parte Reexamination

• Unchanged

–Same standard

–Still only patents or publications may be 
submitted
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New Supplemental 
Examination

• Very similar to Ex Parte
Reexamination

–Except that patent owner can submit 
new art or information of any kind

• Allows patent owners to 
preemptively cure issues of 
“inequitable conduct”
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New Post Grant Review

• Third parties may challenge patents 
based on substantially any ground 

• Time: Must be filed within 9 months of 
patent issuance; takes less than 18 
months to complete, after declared.

• Standard: more likely than not that a 
claim is unpatentable.

• For First-to-Invent-system patents and 
existing business method patents. 
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New Inter Partes Review

• Time: May be filed any time after:

–9 months have passed since grant of 
patent or reissue, or 

– once any Post Grant Review is 
completed, whichever is later

• New standard: “Reasonable 
likelihood petitioner will prevail with 
respect to at least 1 claim.”
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New Inter Partes Review 
(cont.)

• Limited discovery is available

• Estoppel provisions apply to 
arguments which were raised or 
which could have been raised

• Restrictions on filing for Inter Partes
Review during litigation
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Preissuance Submissions

• Third Parties may submit prior art to 
the Examiner during prosecution

• Time: submissions must occur by

–6 months after publication of the 
application; or

– the first Office Action,

whichever is later. 
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First-to-File vs. First-to-Invent 
Scenario

• First inventor who conceived of an 
invention first, but did not immediately file 
an application or publicly disclose the 
invention before filing. 

vs.

• Later inventor who filed the first patent 
application for the invention, but who 
conceived of the invention after the first 
inventor.
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The Old System: 
First-to-Invent

• The first inventor wins if he can 
prove diligence.

• An applicant may “swear behind” the 
filing date of another application in 
order to show superior rights in that 
invention
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The New System:
First-to-File

• The later inventor wins.

• The inventor who files the first patent 
application is the owner of the 
patent, regardless of who conceived 
of the idea first 
–Subject to exceptions such as derivation, 
theft, or a grace period.
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Prior Art – Absolute Novelty
• Anything worldwide which, before 
the filing date of the application, 
was:
–patented;

–published;

–used publicly;

–on sale;

–otherwise available to the public; or 

–disclosed in an application filed prior to 
the filing date of the application.
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All of this prior art will be 
included prior to the 
effective filing date.  

patent or described in a 
printed publication 
anywhere in the world

“Known” not in this defn. 
“Used” expanded to 
worldwide. Compared 
to effective filing date.

Known or used by others
in this country

NEWOLD

Old system focused on date of invention…

Prior Art – Expanded
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NEWOLD

This will be made world-
wide and be effective 
prior to the filing date.  

in public use or on-sale 
in this country

This prior art will be 
included in the new 
system prior to the 
filing date.

Patented or described by 
anyone in a printed 
publication anywhere in 
the world

Old system focused on 1-yr prior to filing…

Prior Art – Expanded
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NEWOLD

This is broadened to 
include any foreign 
priority date for a U.S. 
patent or published 
application prior to the 
effective filing date. 

Disclosed in a U.S. 
patent or published 
application which was 
filed prior to the date 
of invention in this 
country

Old system used U.S. patents and published 
patent applications as prior art.

Prior Art – Expanded
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Prior Art Exception:
The Grace Period

• Inventor may still file an application 
up to one year after the inventor’s 
initial use/publication.

• Independent 3rd party use or 
publication any time prior to the 
application filing date may remain 
prior art.

–Unless inventor publicly disclosed first
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Dangers of the
New Grace Period

• Invention could be stolen by a Third 
Party, who may then file first 

–Subject to Derivation Proceeding

• Still destroys international filing 
rights
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Derivation Proceeding

• Used to determine whether third 
party stole the invention from 
“original inventor,” or independently 
conceived

• Likely difficult to prove derivation
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First-to-File Benefits

• Designed to simplify the process by 
using a bright-line date

–Easier for prior art novelty/obviousness 
purposes

–Absent derivation or grace period, FITF 
prevents others from claiming patent 
rights based on earlier work. 
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First-to-File Problems
• Likely to benefit larger companies with 
sufficient funds to file applications 
quickly 

–May hurt smaller inventors without the 
ability to file applications quickly 

• Potentially sacrifices accuracy and 
fairness for simplicity and cost savings

• Exceptions still introduce some 
uncertainty
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AIA – General Reference

• See Manzo et al., Patent Reform 2011  The 
Leahy-Smith America Invents Act: Commentary 
and Analysis (Thomson Reuters/West 2011).

• LinkedIn Group: 
http://www.linkedin.com/groups/Thomson-
Reuters-LeahySmith-America-Invents-4197281
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